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DETAILED ACTION 
Status of Claims 

■ Claims 6-7, 12-13, and 34-35 are withdrawn (see below). 

■ Claims 1-37 are pending. 

Election/Restrictions 

[1] Claims 6-7, 12-13, and 34-35 are withdrawn from ftirther consideration pursuant to 37 
CFR 1.142(b), as being drawn to a nonelected species, there being no allowable generic or 
linking claim. Applicant's election of the species to Group I without traverse of Claims 1-37 in 
the reply filed on 4/21/2008 is acknowledged. 

Claim Objections 

[2] Claims 1, 9, and 30 recite the limitation "the end face" in the instant claim. There is 
insufficient antecedent basis for this limitation in the claims. 

Claim 5 recites the limitation "the bore" in the instant claim. There is insufficient 
antecedent basis for this limitation in the claim. 

Claim Rejections - 35 USC § 112 
[3] The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

[4] Claims 1, 9, 16, 18-21, 26, and 37 are rejected under 35 U.S.C. 1 12, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 
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Regarding claims 1, 9, the phrase "such as" renders the claim indefinite because it is 
unclear whether the limitations following the phrase are part of the claimed invention. See 
MPEP § 2173.05(d). 

Also regarding claim 1, the phrase "for example" renders the claim indefinite because it is 
unclear whether the limitation(s) following the phrase are part of the claimed invention. See 
MPEP § 2173.05(d). 

Regarding claims 16, 18-21, 26, and 37 the phrase "or the like" (ring-like, groove-like, 
etc.) renders the claim(s) indefinite because the claim(s) include(s) elements not actually 
disclosed (those encompassed by "or the like"), thereby rendering the scope of the claim(s) 
unascertainable. See MPEP § 2173.05(d). 

Applicant's cooperation is asked in ensuring that all other potential antecedent basis 
issues and 112 phrases such as "such as", "for example", and "ring-like" are not found/used in 
the claims. 

Claim Rejections - 35 USC § 103 
[5] The following is a quotation of 35 U.S. C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

[6] Claims 1-5, 8-11, 14-32, and 36-37 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over DE 196090252 CI, in view of Mueller, US-7, 160,047. 

Although the invention is not identically disclosed or described as set forth 35 U.S.C. 
102, if the differences between the subject matter sought to be patented and the prior art are such 
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that the subject matter as a whole would have been obvious at the time the invention was made to 
a designer having ordinary skill in the art to which said subject matter pertains, the invention is 
not patentable. 

As for Claim 1, DE 196090252 CI teaches of a method for producing an electrically 
conductive connection between an electrical terminal device (10) having a cut-out, such as a 
cable shoe, and a sheet metal part (8), in which a hollow fastener element (3) is rotationally 
fixedly riveted to the sheet metal part and an electrically conductive connection is hereby 
produced between the fastener element and the sheet metal part, wherein 

a mount (33) for the electrical terminal device (10) is formed in the region of the end face 
(33) of the fastener element to which the electrical terminal device (10) is attached and prevents 
a rotation of the terminal device relative to the fastener element (10) and the sheet metal part (50) 
and in that a thread forming or thread cutting screw is screwed through the cut-out of the 
electrical terminal device and into the hollow fastener element (3) and there forms or cuts a 
thread by the screw-in movement (see fig. 4, the bore 49 ready for insertion of cutting screw of 
thread). 

The difference between the claim and DE 196090252 is that DE 196090252 does not 
expressly state of the manufactured component assembly provided with an electrically non- 
conductive or poorly-conductive protective coating such as for example a paint layer or a powder 
coating. Mueller discloses a fastener similar to that of DE 196090252. In addition, Mueller 
fiirther teaches of providing the fastener assembly with a protective coating such as a paint layer 
(see col. 3, lines 8-15 and col. 8 lines 1-10). It would have been obvious to one of ordinary skill 
in the art, having the disclosures of DE 196090252 and Mueller before him at the time the 
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invention was made, to modify the fastening assembly of DE 196090252 to possess a protective 
coating as in Mueller. One would have been motivated to make such a combination because the 
use of such a coating, as taught by Mueller, are known in the art of fasteners for their protection, 
corrosion resistance, resistance to scratching etc, characteristics. 

Re: Claim 2, wherein the fastener element (3) is attached to the sheet metal part (8) so 
that it is secure against button-out. 

Re: Claim 3, wherein the fastener element (3) is self-piercingly attached to the sheet 
metal part. 

Re: Claim 4, wherein the mount (33) is formed by at least one projection (33) which 
projects beyond the end face of the fastener element. 

Re: Claim 5, wherein the fastener element is executed with two projections (33) which 
are formed by two lugs having a spacing from one another and which are arranged to the side of 
the bore of the hollow fastener element (3). 

Re: Claim 8, wherein the moiint (33) is formed by a recess in the end face of the fastener 
element which merges into one or more radially extending grooves. 

As for Claim 9, DE 196090252 CI teaches of a hollow fastener element for the 
electrically conductive attachment of an electrical terminal device (10) such as a cable shoe, to a 
sheet metal part, wherein 

the hollow fastener element (3) has a head part (3 1 ') and a tubular rivet section 
(31), with the rivet section (31) merging via a contact surface (81) for the sheet metal part into 
the head part (3 1 '), wherein the hollow fastener element has a bore, for example a smooth 
cylindrical bore, at a point at which a thread is to be formed by screwing-in a thread cutting or 
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thread forming screw (see fig. 4, the bore 49 ready for insertion of cutting screw of thread) and in 
that a mount (33) for the rotationally secure attachment of the electrical connection device (10) 
to the fastener element is provided at the end face of head part (31') remote from the rivet section 
(31). 

The difference between the claim and DE 196090252 is that DE 196090252 does not 
expressly state of features at the contact surface and/or rivet section providing security against 
rotation. MuUer discloses a fastener similar to that of DE 196090252. In addition, MuUer 
further teaches of features (38) providing a security against rotation so as to accomplish the same 
task. Therefore, at the time of the invention, it would have been obvious to one of ordinary skill 
in the art, having the disclosures of DE 196090252 and MuUer before him at the time the 
invention was made, to modify the fimctional element taught by DE 196090252 to comprise anti- 
rotational features as in MuUer, in order to prevent the functional element from rotation once 
joined to the sheet metal part. 

Re: Claim 10, wherein the momt (33) is formed by at least one projection (33) projecting 
beyond the end face of the fastener element. 

Re: Claim 11, wherein the fastener element (3) is executed with two projections which 
are formed by two lugs (33) having a spacing from one another which are arranged to the side of 
the bore of the hollow fastener element. 

Re: Claim 14, wherein the mount (33) is formed by a recess in the end face of a fastener 
element which merges into one or more radially extending grooves. 

Re: Claim 15, wherein a tubular guide section (38) is arranged concentric to the tubular 
rivet section (31) and radially inside the latter, with a ring gap (between 38 and 31) being 
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provided between the guide section (38) and the rivet section (31) and with the guide section 
projecting beyond the free end of the rivet section. 

Re: Claim 16, wherein the free end of the wall of the ring-like rivet section (3 1) is 
rounded when viewed in an axial section plane both at the radially outer side and also at the 
radially inner side and has for example a semi-circular shape or a shape resembling an 
arrow-tip (see fig. 3a). 

Re: Claim 17, wherein the ring gap has a radial dimension in the range between 0 mm 
and approximately 3 mm. 

Re: Claim 1 8, wherein the ring gap finishes at an axial spacing before the ring-like 
contact surface (3 1) at the rivet section side of the ring- like contact surface (3 1). 

Re: Claim 19, wherein the guide section (38) is formed as a piercing section and has a 
ring-like cutting edge at its end remote from the contact surface (31). 

Re: Claim 20, DEI 96090252 as modified by Muller teaches wherein features (38) 
providing security against rotation are disposed at least one of in the region of the ring-like 
contact surface (31): the rivet section and the jacket surface of the head part adjacent to the 
contact surface. 

Re: Claim 21, Muller teaches wherein features (38) providing security against rotation 
are formed by at least one of noses and groove-like recesses. 

Re: Claim 22, DE196090252 as modified by Muller teaches wherein noses providing 
security against rotation are provided and are present in raised form at the contact surface (81) 
and at the rivet section (3 1) in the region of the transition from the contact surface to the rivet 
section. 
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Re: Claim 23, DEI 96090252 as modified by MuUer teaches wherein said noses providing 
security against rotation extend in the radial direction at the contact surface (81) and in the axial 
direction at the rivet section (31). 

Re: Claim 24, MuUer teaches said features (38) providing security against rotation 
comprise noses and have one of a generally rounded shape and side flanks which lie in planes 
extending in the longitudinal direction of the element. 

Re: Claim 25, the hollow fastener element has a hollow cylindrical region where the 
thread forming or cutting screw forms or cuts a thread cylinder said hollow cylindrical 
region being one of which is provided in the head part (3 1 '), provided or in 
the guide section (38) and provided or at least partly in the head part (3 1 ') and in the 
guide section (38). 

Re: claim 26, wherein said thread cylinder ends in the axial direction approximately at a 
position where said the ring-like gap ends. 

Re: Claim 27, wherein said projection is formed by at least one lug and the or each lug 
(33) has a flank, which, on the attachment of a cable shoe, prevents rotation of the latter about 
the longitudinal axis of the functional element (3). 

Re: Claim 28, wherein, at the position of the or each lug (33) the jacket surface of the 
head part (3 1 ') has a corresponding recess which, on the attachment of the functional element to 
a sheet metal part (8), serves as a security against rotation. 

Re: Claim 29, wherein said rivet section (31) is a piercing and riveting section. 

As for Claim 30, DE 196090252 CI teaches of a component assembly consisting of a 
sheet metal part (8) and a hollow fastener element (3) attached to it via a rivet connection. 
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wherein the fastener element has a smooth cylinder bore for receiving a thread forming or cutting 
screw (see fig. 4, the bore 49 ready for insertion of cutting screw of thread) and the fastener 
element has a mount (33) at the end face remote from the rivet connection for the rotationally 
secure attachment of the electrical terminal device (10). 

The difference between the claim and DE 196090252 is that DE 196090252 does not 
expressly state that wherein the fastener element is rotationally fixedly secured to the sheet metal 
part by means of features providing security against rotation and the fastener element and the 
sheet metal part are jointly coated with an electrically non-conductive or poorly conductive 
protective coating (120) and an electrically conductive path is provided between the fastener 
element and the sheet metal part at least at one of in the region of the rivet connection and at the 
features providing security against rotation. First, with respect to the former limitation above, 
MuUer discloses a fastener similar to that of DE 196090252. In addition, MuUer further teaches 
of features (38) providing a security against rotation so as to accomplish the same task. 
Therefore, at the time of the invention, it would have been obvious to one of ordinary skill in the 
art, having the disclosures of DE 196090252 and MuUer before him at the time the invention was 
made, to modify the fimctional element taught by DE 196090252 to comprise anti-rotational 
features as in MuUer, in order to prevent the functional element from rotation once joined to the 
sheet metal part. 

Second, with respect to the latter limitation above, in addition, Mueller further teaches of 
providing the fastener assembly with a protective coating such as a paint layer (see col. 3, lines 
8-15 and col. 8 lines 1-10). It would have been obvious to one of ordinary skiU in the art, having 
the disclosures of DE 196090252 and Mueller before him at the time the invention was made, to 
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modify the fastening assembly of DE 196090252 to possess a protective coating as in Mueller. 
One would have been motivated to make such a combination because the use of such a coating, 
as taught by Mueller, are known in the art of fasteners for their protection, corrosion resistance, 
resistance to scratching etc, characteristics. 

Re: Claim 31, wherein a thread cutting or forming screw is screwed into the hollow 
fastener element (3) and holds the electrical connection device at the fastener element (3) in the 
manner secure against rotation. 

Re: Claim 32, wherein the mount (33) is formed by at least one projection (33) projecting 
beyond the end face of the fastener element. 

Re: Claim 33, wherein the fastener element is executed with two projections (33) which 
are formed by two lugs having a spacing from one another which are disposed to the side of the 
hole of the hollow fastener element. 

Re: Claim 36, wherein said mount (33) is formed by a recess in the end face of the 
fastener element which merges into one or more radially extending grooves. 

Re: Claim 37, wherein said free end wall of the ring-like rivet section has one of a semi- 
circular shape and a shape resembling an arrow-tip (see fig. 3a). 

Conclusion 

[7] The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. 

The following patents are cited further to show the state of the art with respect to this 
particular type of fastening assembly: please see submitted notice of reference cited. 
[8] Any inquiry concerning this contmiunication or earlier communications from the 
examiner should be directed to David C. Reese whose telephone number is (571) 272-7082. The 
examiner can normally be reached on 7:30 am-6:00 pm Monday-Thursday. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Victor Batson can be reached at (571) 272-6987. The fax number for the 
organization where this application or proceeding is assigned is the following: (571) 273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 



/D. C. R./ 

Examiner, Art Unit 3677 



/Robert J. Sandy/ 
Primary Examiner, Art Unit 3677 



